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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 117(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
12/11/06 has been entered. 

Priority 

The disclosure of the prior-filed application, Application No. 08/946293, fails to 
provide adequate support or enablement in the manner provided by the first paragraph 
of 35 U.S.C. 1 12 for one or more claims of this application. The claims of the instant 
application are not supported by the continuation in part of Application No. 08/946293 
and therefore only obtain priority data back to the application of 08/957801 with a 
priority date of 10/24/1997. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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Claims 23-30 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
incomplete for omitting essential steps, such omission amounting to a gap between the 
steps. See MPEP § 21 72.01 . The omitted steps are: the act of providing the fluid 
required for the refilling procedure, otherwise the device could be retracting the plunger 
to just provide air. Also, retracting the plunger while receiving more fluid for the 
subsequent rejection. Last, the communication of the fluid for refilling with the syringe. 

Claim Objections 

Claims 23 & 27 are objected to because of the following informalities: the claims 
state the use of a "predetermined limit" it is requested that the applicant clarify the term 
by utilizing the predetermined limit to correspond to either the amount needed for having 
the preset amount of fluid or as seen appropriate. Appropriate correction is required. 

Claims 23 & 27 are objected to because of the following informalities: the newly 
inserted line "receiving a preset amount of fluid necessary for a subsequent injection 
from user input" can be read multiple ways, the first being that the step is physically 
receiving a preset amount of fluid from the user, the second being the step of data being 
input into the device to determine a preset amount of fluid necessary for the subsequent 
injection. Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 23-25 & 27 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Rosenberg et al (Us Patent No. 4596575). Rosenberg et al discloses an injection device 
which automatically refills a syringe, the method comprising sensing a volume of fluid in 
a chamber of the syringe, receiving a preset amount of fluid necessary for a subsequent 
injection from user input, wherein this step the preset amount of fluid is seen to be an 
actual amount of fluid from a separate source being provided from a user therefore user 
input; comparing said volume in said chamber with said preset amount of fluid and 
retracting a plunger within said chamber of said syringe to a predetermined limit if said 
preset amount of fluid is greater than the volume of fluid sensed in said chamber, 
wherein predetermined limit maximally fills said chamber of said syringe, wherein the 
predetermined limit is less than a maximal volume of said chamber, see col. 1 line 60 - 
col. 2 line 5, col. 2 line 66 - col. 3 line 7, col. 5 line 65 - col. 6 line 17. 

Claims 23-25 & 27-30 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Rubinstein (US Patent No. 3888239). Rubinstein discloses an injection device which 
automatically refills a syringe, the method comprising sensing a volume of fluid in a 
chamber of the syringe, receiving a preset amount of fluid necessary for a subsequent 
injection from user input, wherein this step the preset amount of fluid is seen to be an 
actual amount of fluid from a separate source being provided from a user therefore user 



Application/Control Number: 10/669,591 Page 5 

Art Unit: 3767 

input;; comparing said volume in said chamber with said preset amount of fluid and 
retracting a plunger within said chamber of said syringe to a predetermined limit if said 
preset amount of fluid is greater than the volume of fluid sensed in said chamber, 
wherein predetermined limit maximally fills said chamber of said syringe, wherein the 
predetermined limit is less than a maximal volume of said chamber, see col. 2 line 57 - 
col. 3 line 7 and col. 6 line 5-59. 

Claims 23-27 & 29-30 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Degironimo et al (US Patent No. 4502488). Degironimo discloses an injection device 
which automatically refills a syringe, the method comprising sensing a volume of fluid in 
a chamber of the syringe, receiving a preset amount of fluid necessary for a subsequent 
injection from user input; comparing said volume in said chamber with said preset 
amount of fluid and retracting a plunger within said chamber of said syringe to a 
predetermined limit if said preset amount of fluid is greater than the volume of fluid 
sensed in said chamber, wherein predetermined limit maximally fills said chamber of 
said syringe, wherein the predetermined limit is less than a maximal volume of said 
chamber, and wherein the preset amount of fluid can be changed, see col. 2 line 1 0-1 5 
& lines 39-54. 

With respect to claim 26, wherein the reference discloses the step of purging air 
bubbles, see col. 5 line 66 - col. 6 line 7. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 26 is rejected under 35 U.S.C, 103(a) as being unpatentable over 
Rosenberg et al (Us Patent No. 4596575) or Rubinstein (US Patent No. 3888239) in 
view of Reinicke (US Patent No. 4684365). Even though Rosenberg or Rubinstein do 
not explicitly state the step of purging air from the chamber of the syringe attention is 
directed to Reinicke. The Reinicke reference teaches the step of purging air from the 
chamber of the syringe col. 7 line 47-51 . Therefore, it would be obvious to one of 
ordinary skill in the art at the time of the invention to incorporate the air purging step of 
Reinicke into the method of Rosenberg or Rubinstein in order to provide a safer device 
and to allow for a faster refill. 

Claim 28 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Degironimo et al (US Patent No. 4502488) as applied to claim 23 and further in view of 
Rubinstein (US Patent No. 3888239). Now even though Degironimo does not explicitly 
disclose the injection of radiographic contrast material attention is directed to 
Rubinstein. The Rubenstein reference teaches the use of an injector that is capable of 
injecting multiple different materials including that of delivering contrast material in order 
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to perform angiographic procedures. Therefore, it would be obvious to one of ordinary 
skill in the art at the time of the invention to utilize the teachings of Rubinstein by 
utilizing the injector of Degironimo to deliver any fluid necessary for the procedure. 

Response to Arguments 

Applicant's arguments filed 12/1 1/06 have been fully considered but they are not 
persuasive. 

Applicant argues that the references do not disclose receiving a preset amount of 
fluid necessary for a subsequent rejection from user input, the examiner disagrees. Due 
to the broad wording of the claims the term user input of the preset amount of fluid is 
seen to be a physical action of providing fluid which is indeed done in the references, it 
is. suggested that the applicant amend the claims to show the step of data input 
corresponding to the preset amount of fluid. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Benjamin Huh whose telephone number is 571-272- 
8208. The examiner can normally be reached on M-F: 9:00 AM - 4:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kevin Sirmons can be reached on 571-272-4965. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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